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Input Field Entered

SERIAL NUMBER 86227093

LAW OFFICE
ASSIGNED

LAW OFFICE 116

MARK SECTION

MARK http://tsdr.uspto.gov/img/86227093/large

LITERAL ELEMENT DRX

STANDARD
CHARACTERS YES

USPTO-GENERATED
IMAGE YES

MARK STATEMENT
The mark consists of standard characters, without claim to any particular font
style, size or color.

ARGUMENT(S)

In response to the Official Action of December 22, 2014, Applicant respectfully requests that
the Examiner reconsider her position and withdraw the refusal under Trademark Act Section
2(d). In support of her refusal, the Examiner cites existing Registration Nos. 3883054 for DRX
ROMANELLI. It is respectfully submitted that as set forth herein, this registration does not
present a bar to registration of the Applicant’s mark.

There is no likelihood of confusion between the cited mark, on the one hand, and the Applicant’s mark,
on the other hand because of the differences in the sound, appearance, meaning and/or applicable goods
and as such the overall commercial impressions of the respective marks. One is immediately struck by
the obvious differences in the terms themselves. Registration no. 3883054 includes the term
ROMANELLI which the Applicant’s mark does not. It is axiomatic that in determining whether a
likelihood of confusion exists, the Examiner may not dissect the marks, but must consider the marks in
their entireties. Estate of P.D. Beckwith, Inc. v. Commissioner of Patents, 252 U.S. 538, 545-46 (1920).
The addition of the 4 syllable term ROMANELLI, which is a common Italian surname, gives Reg. No.
3883054 a different appearance and sound. ROMANELLI includes the term Roman and gives the cited
mark an association with Italy or with an Italian family. DRX alone has no such meanings, associations
or connotations.

Furthermore, the cited mark and the name ROMANELLI are associated with the well known designer,
marketer and director Darren Romanelli. A prinout of a wikipedia entry for Mr. Romanelli is attached
hereto as Exhibit A. The existence of the wikipedia entry is evidence of Mr. Romanelli’s renown and



makes it highly unlikely anyone would confuse Mr. Romanelli’s DRX ROMANELLI mark, viewed in
its entirety, with the Applicant’s mark.

Applicable legal precedent holds that one feature of a mark may be recognized as more significant in
creating a commercial impression. Greater weight is given to that dominant feature in determining
whether there is a likelihood of confusion. In re National Data Corp., 753 F.2d 1056, 224 USPQ 749
(Fed. Cir. 1985); Tektronix, Inc. v. Daktronics, Inc., 534 F.2d 915, 189 USPQ 693 (C.C.P.A. 1976); In
re J.M. Originals Inc., 6 USPQ2d 1393 (TTAB 1987); TMEP §1207.01(b)(viii). In this case the
ROMANELLI term is the dominant part of the mark and significant in creating a distinct commercial
impression. In such a case registration is proper. Shen Manufacturing Co. v. Ritz Hotel, Ltd., 393 F.3d
1238, 73 USPQ2d 1350 (Fed. Cir. 2004); In re Farm Fresh Catfish Co., 231 USPQ 4995 (TTAB 1986);
In re Shawnee Milling Co., 225 USPQ 747 (TTAB 1985).

Further, the DRX ROMANELLI mark pertains only to clothing, whereas the Applicant’s mark pertains
only to athletic footwear and footwear. If the respective goods under the marks are not related or
marketed in such way that they would be encountered by the same persons in situations that would
create the incorrect assumption that they originate from the same source, then, even if the marks are
identical, confusion is no likely. Shen Manurfacturing Co. v. Ritz Hotel Ltd., 393 F.3d 1238, 73
USPQ2d 1350 (Fed. Cir. 2004). Here the respective products, clothing, on the one hand, and
Applicant’s athletic footwear, on the other hand, would be marketed and sold in distinct channels of
trade so that consumer confusion is unlikely.

Based upon the foregoing, further action on this application is respectfully solicited.

EVIDENCE SECTION

        EVIDENCE FILE NAME(S)

       ORIGINAL PDF FILE evi_381400114-20150622141245997803_._drx.evidence.pdf
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       (8 pages)
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SIGNATORY'S NAME Peter J. Vranum

SIGNATORY'S
POSITION Attorney of record, New York bar member

SIGNATORY'S PHONE
NUMBER 212-986-1200

DATE SIGNED 06/22/2015

AUTHORIZED
SIGNATORY YES

CONCURRENT APPEAL
NOTICE FILED NO

FILING INFORMATION SECTION

SUBMIT DATE Mon Jun 22 14:15:09 EDT 2015

TEAS STAMP

USPTO/RFR-38.140.0.114-20
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To the Commissioner for Trademarks:

Application serial no. 86227093 DRX(Standard Characters, see http://tsdr.uspto.gov/img/86227093/large)
has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

In response to the Official Action of December 22, 2014, Applicant respectfully requests that the
Examiner reconsider her position and withdraw the refusal under Trademark Act Section 2(d). In
support of her refusal, the Examiner cites existing Registration Nos. 3883054 for DRX
ROMANELLI. It is respectfully submitted that as set forth herein, this registration does not
present a bar to registration of the Applicant’s mark.

There is no likelihood of confusion between the cited mark, on the one hand, and the Applicant’s mark,
on the other hand because of the differences in the sound, appearance, meaning and/or applicable goods
and as such the overall commercial impressions of the respective marks. One is immediately struck by the
obvious differences in the terms themselves. Registration no. 3883054 includes the term ROMANELLI



which the Applicant’s mark does not. It is axiomatic that in determining whether a likelihood of
confusion exists, the Examiner may not dissect the marks, but must consider the marks in their entireties.
Estate of P.D. Beckwith, Inc. v. Commissioner of Patents, 252 U.S. 538, 545-46 (1920). The addition of
the 4 syllable term ROMANELLI, which is a common Italian surname, gives Reg. No. 3883054 a
different appearance and sound. ROMANELLI includes the term Roman and gives the cited mark an
association with Italy or with an Italian family. DRX alone has no such meanings, associations or
connotations.

Furthermore, the cited mark and the name ROMANELLI are associated with the well known designer,
marketer and director Darren Romanelli. A prinout of a wikipedia entry for Mr. Romanelli is attached
hereto as Exhibit A. The existence of the wikipedia entry is evidence of Mr. Romanelli’s renown and
makes it highly unlikely anyone would confuse Mr. Romanelli’s DRX ROMANELLI mark, viewed in its
entirety, with the Applicant’s mark.

Applicable legal precedent holds that one feature of a mark may be recognized as more significant in
creating a commercial impression. Greater weight is given to that dominant feature in determining
whether there is a likelihood of confusion. In re National Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed.
Cir. 1985); Tektronix, Inc. v. Daktronics, Inc., 534 F.2d 915, 189 USPQ 693 (C.C.P.A. 1976); In re J.M.
Originals Inc., 6 USPQ2d 1393 (TTAB 1987); TMEP §1207.01(b)(viii). In this case the ROMANELLI
term is the dominant part of the mark and significant in creating a distinct commercial impression. In such
a case registration is proper. Shen Manufacturing Co. v. Ritz Hotel, Ltd., 393 F.3d 1238, 73 USPQ2d 1350
(Fed. Cir. 2004); In re Farm Fresh Catfish Co., 231 USPQ 4995 (TTAB 1986); In re Shawnee Milling Co.,
225 USPQ 747 (TTAB 1985).

Further, the DRX ROMANELLI mark pertains only to clothing, whereas the Applicant’s mark pertains
only to athletic footwear and footwear. If the respective goods under the marks are not related or marketed
in such way that they would be encountered by the same persons in situations that would create the
incorrect assumption that they originate from the same source, then, even if the marks are identical,
confusion is no likely. Shen Manurfacturing Co. v. Ritz Hotel Ltd., 393 F.3d 1238, 73 USPQ2d 1350
(Fed. Cir. 2004). Here the respective products, clothing, on the one hand, and Applicant’s athletic
footwear, on the other hand, would be marketed and sold in distinct channels of trade so that consumer
confusion is unlikely.

Based upon the foregoing, further action on this application is respectfully solicited.

EVIDENCE
Evidence in the nature of a Wikipedia prinout has been attached.
Original PDF file:
evi_381400114-20150622141245997803_._drx.evidence.pdf
Converted PDF file(s)  ( 8 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5
Evidence-6
Evidence-7
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Evidence-8

SIGNATURE(S)
Request for Reconsideration Signature
Signature: /peter j. vranum/     Date: 06/22/2015
Signatory's Name: Peter J. Vranum
Signatory's Position: Attorney of record, New York bar member

Signatory's Phone Number: 212-986-1200

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is not filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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